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1.0

PREAMBLE
The purpose of this document is to provide a resource to Consultants in the area of intellectual property
protection. These guidelines can be used in developing project agreements with Clients.
Consultants are retained by Clients to provide innovative, cost-effective and specialized solutions. One
potential outcome of this business relationship is a desire by the Client to retain ownership of more
than the deliverables generated by the Consultant’s activities. In certain instances, the Client may seek
to retain ownership of the intellectual property contained within the work product.
One of the Consultant’s primary concerns with giving up ownership to the work product is the potential
exposure to liability that stems from the unauthorized use of the Consultant’s work product. This
concern arises primarily from the possibility that the work product may be used for an addition to the
project, or a new project, for which it may not be suitable. The Consultant may also have incorporated a
patented design into the work product and will therefore be concerned with its unauthorized re-use on
another project. The Consultant may also want to retain ownership in order to receive credit and
recognition; Consultants who have worked on a project may wish to make copies of the work product
to show prospective employers and Clients.
There is seldom a need for a Client to obtain the intellectual property rights, provided that the Client
may use and reproduce the deliverables for the purpose of the project.
Generally speaking, contract language should ensure all intellectual property developed or created in
conjunction with delivery of the Client services by the Consultant, its agents, employees and
subconsultants remains the property of the Consultant.
If the Consultant wishes to transfer intellectual property rights to the Client, or grant to the Client a
license to use any intellectual property outside the scope of the project, the Client should compensate
the Consultant commensurate with the value of the rights being transferred or licensed.

2.0

DISCLAIMER
This document is intended as a general guideline only.

Consultants should obtain appropriate,

qualified professional advice before acting, or omitting to act, based upon any information, including
suggested wording or clauses, provided in this document.
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3.0

COPYRIGHT
3.1

General
Copyright protects such documents as engineering and architectural drawings, proposals,
specifications, reports, maps, and the like. Copyright gives the owner the sole right to publish,
produce or reproduce the work, as well as the right to authorize or prevent others from doing
so.
ACEC Document 31, the MMCD, AIBC and RAIC forms of Client/Consultant agreement establish
the right of the Consultant to retain all copyright (and other intellectual property rights) in the
works created in connection with a project. The agreements authorize the Client to keep a
copy of such documents for their records. In addition, the MMCD Agreement permits the Client
to use the documents for any future renovation, repair, modification or extension work with
respect to the project, while the ACEC Document 31 restricts future use to maintenance only.
Provided the work is original, copyright arises automatically upon the creation of the work.
Except in certain circumstances (such as where the author creates the work in the course of his
or her employment), the work’s author is its first owner. Therefore, a Consulting firm would
typically be the first owner of copyright in works created by employees of the firm.
Thus, under the above-noted standard form agreements, the Client will “own” a copy of the
documents themselves, but will have very limited permission as to how they may use the
documents in the future because the copyright remains with the Consultant.
If a Client wishes to purchase the copyright in the documents associated with a project, this
would give the Client the right to deal with the documents as they see fit, including reusing
them for other projects of their own or selling them to others or authorizing others to use them
for a fee. Accordingly, if the Client wishes to purchase the copyright in the documents, the
Consultant should insist on receiving appropriate additional compensation commensurate
with the value of the rights being transferred.
In addition to copyright, the author of a work has a set of rights, referred to as “moral rights”,
which always remain with the author unless they are waived. This is the case even if the author
is not the first owner of the copyright, or assigns the copyright. Moral rights include the right of
the owner to have his or her name associated with the work and the right to prevent others
from modifying or distorting the work to the extent that doing so would prejudice the author’s
reputation. Accordingly, even if the Consultant decides to sell the copyright in the documents
associated with a project, the Consultant may for example, continue to insist on having his or
her name associated with the work.
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It is important to remember that copyright does not protect ideas or functionality; rather,
copyright protects against copying original literary and artistic creations.

For example,

copyright would protect an engineering drawing from unauthorized copying, but it would not
protect the way the object depicted in the drawing actually functions. A patent would be
required to protect any functional elements of the object. For the same reason, copyright
would not protect the information contained in a proposal; it merely protects against copying
the language used to convey that information. If the information is confidential, trade secrets
law can be used to protect it. These and other forms of intellectual property are described
elsewhere in these guidelines.
3.2

Copyright Notices
The owner of the copyright in a work (even if the copyright is unregistered) should affix a
copyright notice to the work as a deterrent to potential infringers and to preserve all of its
available remedies for any infringement (e.g. copying) that does occur.
When the Consultant retains the copyright in its engineering or architectural documents as
mentioned above, or other written materials, such as CADD standards, it is suggested that a
notice and legend appear on the documents. Suggested wording is as follows:

“©

ALL RIGHTS RESERVED
Year

Name of copyright holder

THIS DOCUMENT IS PROTECTED BY COPYRIGHT LAW AND MAY NOT BE REPRODUCED IN
ANY MANNER, OR FOR ANY PURPOSE, EXCEPT BY WRITTEN PERMISSION OF COPYRIGHT
HOLDER.”

4.0

TRADE-MARKS
4.1

General
Trade-marks are words, phrases or logos used by a business to distinguish its wares and
services from the wares and services of others. For example, trade-mark rights can protect your
business name, the name of products you sell, and the brands you use to offer services,
provided those names or brands are distinctive in a particular geographic region within
Canada.
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Provided a mark is distinctive, trade-mark rights will arise automatically by using the mark.
However, registration of a trade-mark under the Trade-marks Act provides significant additional
benefits, such as the exclusive right to use the trade-mark throughout Canada in association
with particular wares and services. Registration also confers an automatic defense to any
allegation that your use of the mark violates the rights of anyone with an unregistered trademark under the law of passing-off.
Trade-marks must be “used” in association with goods and services. Remedies may be sought
for the unauthorized use (“infringement”) of a trade-mark, the resulting depreciation of the
goodwill in the trade-mark, and misrepresentations that other goods or services are associated
with the owner of the trade-mark (“passing-off”). If a trade-mark owner fails to protect against
its unauthorized use, the trade-mark may lose its distinguishing qualities and even cease being
a trade-mark.
4.2

Trade-mark Notices
Trade-marks should be designated using “™” for unregistered trade-marks and “®” for
registered trade-marks.

5.0

TRADE SECRETS
Documents containing trade secrets must be kept confidential in order to maintain their trade secret
status. Consultants should address any breaches of confidentiality quickly and firmly, to minimize any
exposure of secrets to third parties.
Careful control should be maintained over all confidential documents, and they should only be
disclosed when necessary. This includes limiting access to employees or other persons who need to
know the contents of the documents.
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When a document is intended to be kept confidential by the Client, the following notice and legend are
suggested (in addition to a formal confidentiality agreement in appropriate circumstances):

“©

ALL RIGHTS RESERVED
Year

Name of consultant firm

THIS DOCUMENT IS A CONFIDENTIAL WORK PROTECTED BY COPYRIGHT AND TRADE SECRET
LAW AND NEITHER IT NOR ANY OF THE INFORMATION CONTAINED THEREIN MAY BE
DISCLOSED, USED OR REPRODUCED IN ANY MANNER, OR FOR ANY PURPOSE, EXCEPT BY
WRITTEN PERMISSION OF CONSULTANT FIRM NAME.”

A signed “Acknowledgment of Receipt” may be appropriate for documents containing particularly
sensitive confidential information and trade secrets.

6.0

PATENTS
Patents protect inventions in the country or countries where a patent for the invention is registered. A
registered patent gives the owner of the invention a monopoly to make, use and sell the patented
invention for the life of the patent, which is typically 20 years from the date of filing the patent
application. There is no “automatic” patent protection as there is with copyright or, to a certain extend,
trade-marks.
An “invention” is typically defined as any new and useful art, process, machine, manufacture or
composition of matter, or any new and useful improvement over an earlier invention.
A patent will not be granted unless an invention is absolutely new, which means that it cannot have
been disclosed to the public. Such disclosure includes using the invention in a project for a Client or
any other public use or sale of the invention. There is a one-year grace period in Canada and the United
States, but not in most other countries.
In contrast with copyright, a patent protects the functionality of the invention. In contrast with both
copyright and trade secrets law, a patent confers a complete monopoly, in that it prohibits a third party
from using or selling the invention even if they have come up with the same invention independently,
without any knowledge of the existence of the original.

Page 5

June 2009

Guidelines on
Intellectual Property

7.0

PROPOSALS
Proposals to Clients should include copyright and trade secret notices. The intention would be to
protect the Consultant’s “investment” by making it absolutely clear that the proposal and the
information it contains may not be adopted or used by Clients (or competitors) in those cases where the
Consultant has not been retained.
In most instances, the Consultant’s proposals would be considered confidential. Accordingly, the
following notice is suggested:

“©

ALL RIGHTS RESERVED
Year

Name of copyright holder

THIS PROPOSAL IS A CONFIDENTIAL WORK PROTECTED BY COPYRIGHT AND TRADE SECRET
LAW AND NEITHER IT NOR ANY OF THE INFORMATION CONTAINED THEREIN MAY BE
DISCLOSED, USED OR REPRODUCED IN ANY MANNER, OR FOR ANY PURPOSE, EXCEPT BY
WRITTEN PERMISSION OF COPYRIGHT HOLDER.”

The following disclaimer would be used in connection with any proposals and other documents
submitted by the Consultant to government departments, agencies, etc. where the Consultant wishes
to improve its ability to rely upon the statutory exceptions to subsequent disclosure of such documents
to the public or business competitors under any Freedom of Information legislation that may be
applicable (recognizing that the parties generally cannot, by using notices or contracts, prevent the
relevant authorities from finding that information must be disclosed):

“THIS DOCUMENT IS SUPPLIED TO [NAME OF PUBLIC BODY] BY [INSERT NAME OF COMPANY]
AND CONSTITUTES CONFIDENTIAL TRADE SECRETS, OR COMMERCIAL, FINANCIAL, SCIENTIFIC,
OR TECHNICAL INFORMATION. THIS DOCUMENTATION IS SUBMITTED TO [NAME OF PUBLIC
BODY] IN CONFIDENCE.

IT HAS SIGNIFICANT ECONOMIC VALUE TO [INSERT NAME OF

COMPANY] AND ITS DISCLOSURE, WITHOUT THE EXPRESS CONSENT OF [INSERT NAME OF
COMPANY], COULD REASONABLY BE EXPECTED TO LEAD TO SIGNIFICANT AND UNDUE
FINANCIAL AND OTHER HARM TO [INSERT NAME OF COMPANY], INCLUDING HARM TO
[INSERT NAME OF COMPANY] COMPETITIVE AND NEGOTIATING POSITIONS, AND UNDUE
FINANCIAL GAIN TO ONE OR MORE THIRD PARTIES.”
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The foregoing notice would appear on the front page of the document and in the covering letter
accompanying the document and each page of the document should be clearly stamped
“CONFIDENTIAL”.
8.0

CONTRACT LANGUAGE
Consultant/Client agreements should reflect the ACEC Document 31, AIBC Documents 6C or 8C, RAIC-6
or the standard MMCD Client/Consultant Agreement wording relative to intellectual property. Article 7
of ACEC 31, Article 7 of the MMCD document as well as GC5 of AIBC-6C generally articulate the
preferred contract language surrounding the matters of intellectual property.
Appendices A, B and C of this Policy contain copies of the articles of the respective agreements, as well
as AIBC By-law 28.3, for reference purposes.
Any rights that a Consultant firm transfers to a Client in terms of use, copyright or ownership of
documents or instruments of service, should be subject to full payment of the Consultant’s fees. The
ACEC 31, AIBC-6C, AIBC-8C and RAIC-6 documents are satisfactory in this respect, while the MMCD
document would require a minor amendment.
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APPENDIX A
ARTICLE 7, ACEC DOCUMENT 31
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APPENDIX B
ARTICLE 7, MMCD CLIENT/CONSULTANT AGREEMENT
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APPENDIX C
AIBC DOCUMENT 6C – GC5, COPYRIGHT AND USE OF DOCUMENTS
AIBC BY-LAW 28.3 – COPYRIGHT, OWNERSHIP AND USE
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GC5 COPYRIGHT AND USE OF DOCUMENTS
(excerpt, AIBC Standard Form of Contract 6C, February 2007)
1.

Copyright for the Consultant’s Instruments of Service belongs to the Consultant. The
Consultant’s Instruments of Service shall remain the property of the Consultant whether the
Project for which they are made is executed or not, and whether or not the Consultant has been
paid for the services. Their alteration by the Client is prohibited.

2.

Submissions or distribution of the Consultant’s Instruments of Service including all software and
electronic media to meet the official regulatory requirements or for other purposes in connection
with the Project is not to be construed as publication in derogation of the Consultant’s reserved
rights.

3.

The Client may retain copies, including electronic or digital and other reproducible copies, of the
Consultant’s Instruments of Service for information and reference in connection with the Client’s
use and occupancy of the Project. Copies may only be used for the purposes intended and for a
one time use, on the same site, and for the same Project, by this Client only and may not be
offered for sale or transfer without the express written consent of the Consultant. Except for
reference purposes, the Consultant’s Instruments of Service, including all electronic or digital
files and information, shall not be used for renovations, additions or alterations to the Project or
on any other project without a written licence from the Consultant for the limited or repeat use of
the documents.

4.

As a condition precedent to the use of the Consultant’s Instruments of Service for the Project, all
fees and expenses as a result of Suspension or Termination, due to the Consultant, are required to
be paid in full.

5.

The Client shall be entitled to keep original models or architectural renderings which the Client
specifically commissioned and paid for.

AIBC Bylaw 28.3: Copyright, Ownership and Use
All drawings, specifications, models and documents prepared by the Architect as instruments
of service shall remain the Architect' s property, the copyright in the same being reserved to
the Architect in the first instance. As a precondition of their use, all fees and reimbursable
expenses due the Architect are to be paid.
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